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EXAMINER'S ANSWER 



This is in response to the appeal brief filed October 3, 2005 appealing from the Office 
action mailed May 10, 2005. 
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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The following are the related appeals, interferences, and judicial proceedings 
known to the examiner which may be related to, directly affect or be directly affected by 
or have a bearing on the Board's decision in the pending appeal: 

An appeal to the Board of Patent Appeals and Interferences of co-pending U.S. 
Patent Application Serial No. 09/520,032. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 
No amendment after final has been filed. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 
WITHDRAWN REJECTIONS 

The following grounds of rejection are not presented for review on appeal 
because they have been withdrawn by the examiner. 

The rejection of claims 23, 24, 30-32, 89, 90, 92, 93, 134-136, 138-143 and 145- 
148 are under the judicially created doctrine of obviousness-type double patenting as 
being unpatentable over claims 1-14 of US 6,129,540 is withdrawn. The Examiner 
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notes that the Appellant did not state this particular rejection in the Appeal Brief; this 
lack of statement is moot however because it is withdrawn. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

5,152,917 PIEPER et al 10-1992 

3,312,583 ROCHLIS 4-1967 

4,799,939 BLOECHER et al 1-1989 

4,903,440 LARSON et al 2-1 990 

U.S. S.N. 09/520,032 HOOPMAN et al Filed 3-2000 

(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 
Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned; at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 23, 24, 30-32, 89, 90, 92, 93, 134-136, 138-143 and 145-148 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over Pieper et al (5,152,917) in view of 
Rochlis (3,312,583) and either Larson (4,903,440) or Bloecher et al (4,799,939). 

Pieper et al teach a production tool suitable for use in manufacturing an abrasive 
article having a plurality of three-dimensional pyramidal and truncated pyramidal 
cavities (Fig 18); wherein the cavities each have dimensions defining the cavity (Fig 18), 
wherein each of the cavities has a single opening; the cavities each have a geometric 
shape defined by a substantially distinct and discernible boundary which includes 
substantially specific dimensions (Figs 6 and 18); angles forming the geometric shape 
defined by at least four planar surfaces wherein adjacent planar surfaces of one three- 
dimensional cavity meet at an edge to define an angle of intersection therebetween (Fig 
18); the tool having a first, second, third and fourth plurality of cavities wherein the first 
(second, third or fourth) plurality of cavities each have a first (second, third or fourth) 
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geometric shape and first (second, third or fourth) plurality of angles forming the 
geometric shape (Fig 18); the production tool is a coating roll (col 9, lines13-20); a first 
(second, third or fourth) group of cavities has a first (second, third or fourth) shape; the 
cavities are defined by a substantially distinct and discernible boundaries which include 
substantially specific dimensions (Fig 6 and 18), each of the cavities have a boundary; 
each of the cavities have dimensions defining the cavity, the dimensions including base 
lengths (Fig 18); the production tool is an engraved metal roll (col 9, lines 26-29); and 
the first, second and third groups of cavities extend in parallel to one another (Fig 18). 

Pieper et al fail to teach the angles being different in at least two of the cavities; 
wherein at least one of the angles of the first (second or third) plurality of is different 
from all of the angles of the first (second, third or fourth) plurality of angles; wherein the 
first (second, third or fourth) group of cavities has a different shape than a first (second, 
third or fourth) shape; wherein at least one of the base lengths of the first (second or 
third) plurality of is different from all of the base lengths of the first (second, third or 
fourth) plurality of angles. 

Rochlis teaches a production tool suitable for use in manufacturing an abrasive 
article (col 1, lines 50-56) which includes a plurality of cavities having geometric shapes, 
angles and dimensions. At least two of the cavities have different angles. At least one 
of the angles or base edge lengths of the first plurality is different from all the angles or 
base edge lengths of the second plurality and the third plurality. At least one of the 
angles or base edge lengths of the second plurality is different from all the angles or 
base edge lengths of the first plurality and of the third plurality. At least one angle of 
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intersection of the first three-dimensional cavity being different from all angles of 
intersection of the second three-dimensional cavity, the angles are different in at least 
two of the cavities, wherein at least one of the angles of the first plurality is different 
from all of the angles of the second, third and fourth plurality of angles and at least one 
of the angles of the second plurality is different from all of the angles of the first, third 
and fourth plurality of angles and at least one of the angles of the third plurality is 
different from all of the angles of the first, third and fourth plurality of angles, wherein at 
least two adjacent cavities have at least one dimension different between the two 
cavities, wherein a first group of cavities has a first shape and a second group of 
cavities has a second, different shape, wherein a first group of cavities has a first size 
and a second group of cavities has a second, different size, wherein the first plurality of 
cavities each have a first geometric shape including a base and first plurality of base 
edge lengths forming the base of the geometric shape and the second plurality of 
cavities each have a second geometric shape including a base and second plurality of 
base edge lengths forming the base of the geometric shape, and wherein at least one of 
the base edge lengths of the first plurality is different from all of the base edge lengths 
of the second plurality of base edge lengths for the purpose of producing pile like 
products having an almost infinite number of specifically different physical 
characteristics, presenting many different visual, textural and other effects (col. 1, lines 
28-36). Larson teaches an abrasive composition (Fig 1) having abrasive particles of 
non-uniform shapes and sizes (Fig 1 , #20) for the purpose of achieving improved 
grinding performance (col 3, lines 15-50). Bloecher et al teach an apparatus that 
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produces abrasive composite members of different sizes or different shapes or both 
different sizes and different shapes (col 2 t line 5 - col 5, line 67) for the purpose of 
providing the advantage of longer life (col 5, lines 60-67). 

It would have been obvious to one having ordinary skill in the art at the time of 
the Applicant's invention to have to have modified the abrasive article production tool (a 
pile-like product) of Pieper et al with the cavities of varied dimensions as taught by the 
production tool of Rochlis because it enables a production tool capable of producing an 
abrasive article (pile like articles) with an almost infinite number of specifically different 
physical characteristics, presenting many different visual, textural and other effects and 
it would have been obvious to desire cavities that produce such a varied collection of 
abrasive member sizes and shapes as taught by Larson and Bloecher because such 
variations achieve a high rate of cut and optimize cut rate, life of the abrasive article and 
surface finish on the workpiece as well as improve grinding performance. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longh 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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Claims 23, 24, 30-32, 89, 90, 92, 93, 134-136, 138-143 and 145-148 are 
provisionally rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 17, 20, 21 , 25-28, 33-54, 94-96 and 98-1 1 1 
of copending Application No. 09/520,032. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because it would be obvious 
to one of ordinary skill in the art at the time the invention was made to modify the 
apparatus of claims 1 7, 20, 21 , 25-28, 33-54, 94-96 and 98-1 1 1 of copending 
Application No. 09/520,032 by eliminating elements thereof because omission of an 
element and its function in a combination is an obvious expedient if the remaining 
elements perform the same functions as before, In re Karlson , 136 USPQ 184. Note 
that the different dimensions, planar surfaces, angles edges, boundaries and base edge 
lengths claimed by 09/520,032 would provide the different shapes as recited by the 
instant claims. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 
(1 0) Response to Argument 

Applicant argues that the motivation to combine references in the rejection of 
paragraph 4 above does not meet the requirements for a prima facie case of 
obviousness because it is alleged that the proposed modification would render the prior 
art unsatisfactory for its intended use. The Applicant states that Pieper utilizes an 
abrasive article with a high degree of consistency because then conventional processes 
adversely affect consistency. It is also argued that Pieper describes a relationship 
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between the consistency of the abrasive article and the finish it imparts. Therefore, it is 
argued that the addition of non-uniformities to Pieper would render the prior art Pieper 
unsatisfactory. 

The Examiner disagrees. The discussion in Pieper at col 1 lines 57-61 set s forth 
that then conventional abrasive article producing process created inconsistent articles in 
that the adhesive or binder flow before or after curing. This lack of consistency refers to 
an inability to consistently form the desired shaped of the product. The lack of 
consistency being avoided by Pieper does not coincide with the "inconsistency" of the 
shapes taught by Rochlis. In fact, Rochlis teaches a consistency of shapes. As shown 
in Figure 21 , Rochlis will form an abrasive article that has a row of consistently square 
shapes, a row of consistently rounded shapes and a row of consistently triangular 
shapes. Provided a process is used that prevents adhesive or binder flow before or 
after curing, the abrasive article will be consistent despite a combination of different 
shapes. Such combination does not destroy Pieper, but rather enables the article of 
Pieper to have more varied abilities due to an almost infinite number of specifically 
different physical characteristics. Pieper is teaching the ability to consistently and 
predictably create an abrasive article. The combined teaching of a consistently and 
predictably created abrasive article having an infinite number of textures (as taught in 
Rochlis, Larson and Bloecher) does not destroy Pieper. In fact, Pieper teaches that the 
surface can have varied shapes such as at col 7, lines 4-15 and col 8, lines 15-25. 

The Applicant argues that none of Rochlis, Larson or Bloecher teach pyramidal 
or truncated pyramidal cavities. 
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While this may be true in part with regard to the secondary references 
mentioned, Pieper does teach pyramidal or truncated pyramidal cavities (Fig 18 of 
Pieper) as restated above in paragraph 4 of this Office action. Also, for the record, 
Rochlis does teach pyramids (Fig 13A) and truncated pyramids (Fig 12). 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted, 





